AppL No. : J 0/654,537 

£-xamm«r : Hussein A. El Chants 

Docket No. : 700693 -40.52 

MEMAMES 
' ims 1-29 e pending h 1 v n ttapp ication 

Claims 1-4 and 6-29 have been rejected as being anticipated by U.S. Patent No. 
6,574,239 to Bowling et a!. ("Dowling"), 

,';jL\\isS.L t . i ( \ v Pi i-> i _ h vno'. le " ei Dov, :kg 

in view of alleged knowledge in the art. 

Claim 1.21, 22, and 25 has been amended. 

It ; respectfully subnii edtha o new matter has been added 

Reconsideration of the application as amended herein is respectfully requested. 

CLAIM REJECTIONS 
Rejections under 35 U.S.C $102 fb) 
The Office Action has rejected claims 1-4 and 6-29 under 35 U.S.C. § 102(b) as being 
v \ ; »^ < 05 2009 Office Action, p. 2, ^| 2. Applicant respectfully traverses 

this rejection. 

e u on states that Applicant's arguments m :he pie^ < ^ - 1 ^ led l c 
March 09. 2009 are not persuasive because the term "design verification system" is a aon- 

i < e de x e i s 1 e u ^ ^e i the elai , e >t 

define any structure or function. 05/27/2009 Office Action, p. S, % 9. 

In response, claim 1 has been amended to recite "the design verification system 
performs i% xa|jMai3:Mllga|k>g r of at least two system elements including the first system 
element and a second system element." Claim 1, as amended, defines the function of the 
> stem/' therefore Applicant -respectfully su tit tha he aminer's 
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ground of rejection that the term "design i erifieation syston" is a non-fonctiona! descriptive 
term is considered moot. Dowling's co.rn.muni cation system is neither intended to nor can 
perform this function of the "design ves fa ati m system' because Dowling's system a directed 
to a method for reconnecting a telephone modem with a reduced delay by reducing a time 
w ociated vvi i retra rang See Dowl ng V istract 

Claim I is further amended to recite that "the physics! system element comprises one 
or snore electronic components and the virtnal system element comprises software models 
of the physical system element /" Neither Dowling's communication system nor any of 
Dowling's system element has these features of claim 1 because it is no , idee perform the 
functions of the "design verification system." 

F.i eft cgoii a Applicai ctfulh >mits that he term "design verification 

system" in claim 1 is a functional descriptive term audits structure as well as its function ..are 
defined, thus patentable weight must be given to the term "design verification systems' 

The examiner must determine what is "analogous prior ail" for the purpose of analyzing 
the obviousne e snl 1 e s c e referenc s for 

rejection oi i applicanl invent i s i^.eie e ee ist either be in = rpfica s 

endeavor or, if not, then be reasonably pertinent to the particular problem with winch the inven- 
tor was concerned." In re Oetiker, 977 F.2d 1443, 1446, 24 US'PQ2d 1443, 1.445 (Fed. Cir. 
1992). See also In re Demimkh 796 F.2d 436, 230 USPQ313 (Fed. Cir. 1986); in re Ckty, 966 
F.2d 656, 659, 23 OS?Q2d 1058, 1060-61 (Fed. Cir. 1992). MPEP § 2141.01(a). 

Claim 1, as amended, recites functional and structural, features of the "design 
verification system " thus it became apparent that Dowling is not an "analogous prior art" for 
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the purpose of examining the claimed subject matter because Bowling's invention is directed 
completely different field of endeavor (i.e. , telecommunication system) from the one of the 
claimed subject matter (i.e., design verification system). 



dep i i i 3 mder 3 5 I - % r \> C ig 

Claim 2 1 is also amended to recite that "file design verification system performs 
functional verification of at least two system elements Including the physical system 
element and- a virtual system element'' and .that ''the physical system element comprises one 
or more electronic comnoineMs and the virtual system element comprises software models 
of the p h ysical system element /' These features of claim 21 are not taught nor suggested by 
Dowling, therefore Applicants respectfully submit that claim 21 is not anticipated under 35 
U.S.C. § 102(b) by Dowling. 

Claim 22 is also amended to recite that "the design verifieation system performs 
jf«M^<?lMzg!t^.^.Qg °^ *e Srst system element and the second system element" and that 
"the physical system element comprises one or more - eIeetronjc - eoj[n.n I the virtual 

system element comprises software models of the physical system element ," These features 

oi e t i t I %! i - 1 i i ( 

) v, m 2 i _ i 2- _ t ! e ^ i - i _ . 22 s e i ki „ ^ ^ - ! 

§ 102(b) by Dowling. 

Claim 25 is also amended to recite that "the design verification system performs 
functional verification of the first system element and the second system element"" and thai 

y . .^ei.ketronk.Mmp.onents and the virtual 



For these reasons, App 



tinliy submits that claim 1 and claims 2-20 that 
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system element comprises software modejyof tl c p. v ,\ - , . .. . m " These features 
of claim 25 are not taught nor suggested by Dowling, therefore Applicants respectfeliy submit 
that claim 25 am claim; 26-29 ih : dej en i rorn claim 25 are not anticipated under 35 U.S.C. 
§ 102(b) by Bowling. 



The Office Action has rejected claim 5 under 35 U .$.€. § 1 03 s being unpatentable 
over Dowling. 05/17/09 Office Action., pp. 7-8, % 3. Applicants respectfully traverse this 
rejection. 

In rejecting claim 5, the Examiner stated that "Dowling does not explicitly (each that the 
standard coupling interlace comprises an Open Gore Protocol. Official notice is taken that it 
would have been obvious for one of ordinary skill in the art at the time of the invention to 
implement open core protocol in Bowling's interfaced' 05/17/09 Office Action, p. 8, 1 3. 

r ">! > <. k o r - i „ ^ o ! w 

Protocol in Dowiinghs invention, claim 5 is not rendered obvious by Dowling because claim 1, 
•from which claim 5 depends, is allowable over Dowling for the reasons discussed above. 
Therefore Applicants respectfully submit that claim 5 % e <r . v , 35 T S.C $U)3:.r e\* • 
Dowling. 



idewei >rego s believed th 1 ill pending are In proper font 

(2) ;ue neither obvious nor anticipated by the relied upon an of record, and (3) arc in condition 
for allowance. A Notice of Allowance is earnestly solicited at the earliest possible date, If the 
Examiner believes that a telephone eoniefenee would be useful in moving the application 
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forward to allowance, the Examiner is encouraged to contact the undersigned at (650) 614-7660. 
If there ate anj add onaJ ge> dease el ge >e > ?sit \ccoun! x d> 5-06 5 



Orriek, Herri.ngton <&. Sutcliffe LLP 
4 Park Plaza, Suite 1600 
Irvine. CA 92014-2558 
Telephone 65 1 d -7660 
Facsimile: 650 614-7401 
Customer Number: 34313 

OHSV\ S e2t> >233 2 
?iX569?-4«22 



Respectfully submitted. 



Dated: August 27. 2009 




Jeffrey A, Miller 
Reg. No. 35,287 
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